
United States Patent and Trademark Office 


UMTED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 
10/007,527 

23906 


FIRST NAMED INVENTOR 
Michael G. Bramucci 


ATTORNEY DOCKET NO. 
CL1709US NA 


CONFIRMATION NO. 
7153 


7590 


02/09/2004 

E I DU PONT DE NEMOURS AND COMPANY 
LEGAL PATENT RECORDS CENTER 
BARLEY MILL PLAZA 25/1 128 
4417 LANCASTER PIKE 
WILMINGTON, DE 19805 


EXAMINER 


KAUSHAL, SUMESH 


ART UNIT 


PAPER NUMBER 


1636 

DATE MAILED: 02/09/2004 


Please find below and/or attached an Office communication concerning this application or proceeding. 


PTO-90C (Rev. 10/03) 


t Advisory Action 

-The MAILING DATE of this communinatinn 

Mppucsiion no. 

10/007,527 

Applicant(s) 
BRAMUCCIETAL 

LAul 1 III Id 

Sumesh Kaushal Ph.D. 

Art Unit 

1636 
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b) la 


The period for reply expires 


PERIOD FOR rfpi v [check either a) or b)] 

_months from the mailing date of the final rejection. 
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timely filed, may reduce any earned ^^T^S^^^iTlS) 9 ** ° f ""^ ^ " 

1 .□ A Notice oj^jPeal was filed on Appellant's Brief must be filed within the period set forth in 

37 CFR 1 .192(a), or any extension thereof (37 CFR 1.191(d)). to avoid dismissal of the appeal. 

2. Q The proposed amendment(s) will not be entered because: 

(a) □ they raise new issues that would require further consideration and/or search (see NOTE below); 

(b) □ they raise the issue of new matter (see Note below); 

(C) ° ^fXt^lnaT" ^ aPP ' iCati0n " b6tter f ° rm f ° r aPPea ' by materia ' ,y reduCin 9 or --P'^-g the 

(d) □ they present additional claims without canceling a corresponding number of finally rejected claims 
NOTE: . 

3. D Applicant's reply has overcome the following rejection(s)- 

5 |EI InnitS affidavit ' b t P exnibit, or c)M request for reconsideration has been considered but does NOT place the 

application in condition for allowance because: See Continuation Sheet P C6 the 

6 D °p eXhibit Wi " be considered because » ^ ^ directed SOLELY to issues which were newly 

raised by the Examiner in the final rejection. y 

713 exSt^^f 1 ' Pr ° P0Sed amendment ( s > a O will not be entered or b)g| will be entered and an 
explanation of how the new or amended claims would be rejected is provided below or appended. 

The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 


Claim(s) rejected: 1. 2.17.20.22-25 and 
Claim(s) withdrawn from consideration: . 

8. D The drawing correction filed on isa)D approved or b)D disapproved by the Examiner 

9. Q Note the attached Information Disclosure Statement(s)( PTO-1449) Paper No(s) 

10. D Other: 
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Continuation of 5. does NOT place the application in condition for allowance because: Claims 1- 
2, 17. 20, 22-25 and 34-38 stand rejected under 35 U.S.C. 1 12. first paragraph, as failing to comply with 
the written description requirement. 

The applicant argues that claim 1 has been amended to recite " plasmid replication protein" The 
applicant further argues that given the limited scope of the term "replication protein" as defined and used 
in the specification. Applicants submit that the term, in combination with the stated hybridization 
conditions, does indeed provide structural and physical characteristics that will provide notice to the 
person of skill in the art that the inventor was in possession of the invention as claimed. 

However, this is found NOT persuasive because claim 1 as amended fails to meet written 
description requirement. The invention as claimed reads upon a nucleotide sequence obtained form any 
organism that is essential for its replication. Since every protein in a microorganism is considered 
essential for its replication or replication of a plasmid within the organism, mere recitation of claim 
limitation "plasmid replication protein" has failed to distinguish the claimed nucleotide sequences from any 
other protein, which is considered essential for its replication. The specification as filed fails to disclose 
any variant of SEQ ID NO:2 that one skill in the art would be able to identify by any structural and 
physical characteristics. Under the law the possession may be shown by actual reduction to practice, 
clear depiction of the invention in a detailed drawing, or by describing the invention with sufficient relent 
identifying characteristic* (as it relates to the claimed invention as a whole) such that a person skilled in 
the art would recognize that the inventor had possession of the claimed invention. See, e.g., Pfaff v. 
WellsElectronics, Inc., 525 U.S. 55, 68, 119 S.Ct. 304, 312, 48 USPQ2d 1641, 1647 (1998); Eli Lilly, 119 
F.3dat 1568, 43USPQ2dat 1406; Amgen, Inc. v. Chugai Pharmaceutical, 927 F. 2d 1200 1206 18 
USPQ2d 1016, 1021 (Fed. Cir. 1991). In the instant case SEQ ID NO:2 or its variants has been defined 
only by a statement of function "plasmid replication protein" which conveyed no distinguishing information 
about the identity of the claimed DNA sequence, such as its relevant structural or physical characteristics. 
According to these facts, one skill in the art would conclude that applicant was not i n the possesion of 
the claimed qenu s because a description of only one member of this genus is not representative of the 
variants of genus and is insufficient to support the claim. 


